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To Grant or Not to Grant Interim Injunction - Conflicting decisions by co-ordinate
Benches of same High Court in pharmaceutical patent infringement suits

By Vindhya. S. Mani

Two co-ordinate Single Judge Benches of
the Delhi High Court have arrived at opposing
conclusions as to whether to grant interim
injunction or not in favour of the
Plaintiffs/Patentee in a batch of patent
infringement suits instituted by Astrazeneca AB
and others against various Defendants’ in
relation to a pharmaceutical composition
TICAGRELOR (the “drug”)?, an oral anti-platelet
treatment for Acute Coronary Syndrome.

Vide order dated 8" August 2019, one Single
Judge in the case of Astrazeneca AB and Ors.
vs. P. Kumar and Ors.3, in a batch of three
commercial suits* (hereinafter referred to as the
First batch matters) instituted by the Plaintiffs
based on the suit patents i.e. species’®,
polymorph® and formulation’ patents covering the
drug; revoked the previously granted ad-interim
injunctions in favour of the Plaintiffs. The Single
Judge reasoned that the admissions made by the
Plaintiffs in litigations in foreign jurisdiction and in
the submissions pertaining to commercial

' Micro Labs Limited, Natco Pharma Limited, Dr. Reddy’s
Laboratories Limited, Emcure Pharmaceuticals Limited and MSN
Laboratories Limited.

2 Sold by the Plaintiffs under the brand name BRILINTA and by its
licensee, Sun Pharmaceuticals Ltd. under the brand name
AXCER.

3262(2019)DLT118 dated 8" August, 2019.

4 CS(COMM) 749/2018 (Micro Labs Limited), CS(COMM)
792/2018 (Natco Pharma Limited) and CS(COMM) 1023/2018
(Dr. Reddy’s Laboratories Limited).

5 IN 209907- expired on 2" December 2019.

6 IN 247984

"IN 272674
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working details of the genus patent® and suit
patents raised a credible challenge on the validity
of the suit patents.

In contrast to the above order, another Single
Judge vide order dated 15" January 2020, in the
case of Astrazeneca AB and Anr. vs. Emcure
Pharmaceuticals Ltd.%, a batch of two commercial
suits (hereinafter referred to as the Second batch
matters) instituted by the Plaintiffs based on the
suit patents but argued only based on the
species suit patent covering the drug; arrived at
the conclusion that the Plaintiffs have made out a
prima facie case in their favour. The Single Judge
came to the said conclusion despite the very
same grounds being asserted by the Defendants
in the First batch of matters and despite the order
of the Single Judge in the said matters. However,
it is pertinent to note that the Single Judge did
not ultimately grant the said interim injunction in
favour of the Plaintiffs as the asserted species
suit patent expired on 2" December 2019 (prior
to the instant order) and the Defendants had
already launched their products.

The Single Judges in both cases, however,
directed the Defendants to maintain their
accounts of sale from the date of launch of their
products and to file duly authenticated reports of
the same through affidavits.

8 IN 241229- expired on 14 July 2018.
° CS(COMM) 561/2019 (Emcure) and CS(COMM) 562/2019

(MSN); Order dated 15" January 2020.



Brief facts:

The Plaintiffs owned or owns the following
four patents in relation to the drug:

a. IN 241229 (hereinafter referred to as “the
genus patent”),

b. IN 209907 (hereinafter referred to as “the
species patent”),

c. IN 247984 (hereinafter referred to as “the
polymorph patent”) and

d. IN 272674 (hereinafter referred to as “the
formulation patent”).

The Plaintiffs instituted suits against various
Defendants in the years 2018 and 2019 seeking
an injunction to restrain the Defendants from
selling, marketing or dealing with TICAGRELOR
or any product which is in violation of the
subsisting suit patents. It is pertinent to note that
while the Plaintiffs asserted all the suit patents
(species, polymorph and formulation patents)
against the Defendants in the interim applications
filed in the First batch matters (2018), the
Plaintiffs only asserted the species patent in the
interim applications filed in the Second batch
matters (2019). The Plaintiffs’ action was a result
of the Defendants’ launch or proposed launch of
various generic versions'? of the drug.

In the First batch matters, vide orders dated
22" March 2018, 23 April 2018 and 18" July
2018; the Court initially granted ad-interim
injunction orders in favour of the Plaintiffs
restraining the Defendants from selling,
marketing or dealing with TICAGRELOR tablet or
any drug which is in violation of the suit patents.
Aggrieved by the said order, the Defendants filed
applications for vacation of the said interim
injunctions mainly on the following grounds which
were also raised in the counter claims filed
against the suit patents:

10 Micro Labs- BIGRELOR; Dr. Reddy's-TICAFLO; Emcure and
MSN- TICAPLAT and TIARE
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e that the expired genus patent expressly

covers and discloses the drug as claimed
in the suit patents and that the Plaintiffs
have given a false impression that the
drug cannot be recognized from the said
genus patent and thus the suit patents
lacks novelty;

that there exists sufficient material which
comprises admissions by the Plaintiffs to
show that the drug is encompassed and
claimed in the genus patent and its
equivalent patents across the world.
Reliance was placed on Form 27 filed in
India for the genus patent which expressly
refers to BRILINTA and AXCER products
being covered by the said genus patent.
Reliance was also placed on Patent Term
Extension request filed before USPTO in
respect of US 6251910 (equivalent to the
genus patent) and the alleged admissions
in the litigation in US initiated by the
Plaintiffs against Mylan INC to enforce US
Patent 6251910 (equivalent to genus
patent) filed before the United States
District Court for the District of Delaware to
the extent that the Plaintiffs have admitted
that dealing in the drug is in breach of the
US Patent 6251910 (equivalent to genus
patent).

that the suit patents lack inventive step,
fall within the scope of Section 3(d) of the
Patents Act, 1970 (hereinafter the Act) in
the light of the disclosure of the expired
genus patent and relied upon the Hon’ble
Supreme Court decision in the case of
Novartis AG vs. Union of India 2013 6
SCC 1 (hereinafter referred to as the
Novatrtis case);

that the suit patents lack novelty and
inventive step in the light of the disclosure
in the prior art document WO 00/034283.



e that the Plaintiffs are in violation of Section

8 of the Act for failing to intimate the Indian
Patent Office of the status of all
corresponding foreign applications
including details regarding grant, refusal,
abandonment etc. It was specifically
contended that China has revoked the
species patent equivalent and refused the
polymorph patent equivalent and that
Europe and Korea have revoked the
polymorph patent equivalent.

that revocation petitions before the IPAB
have been filed against the species and
polymorph patents in October 2015 and
thus a credible challenge to the said
patents exist.

The Plaintiffs essentially contended the
following:

e that the genus patent is a Markush

structure which covers over 150 quintillion
compounds (1.5x10%°) and thus a person
skilled in the art could not have recognized
the drug from the said generic disclosure.
The Defendants however contended that
the genus patent specifically identified and
exemplified 144 compounds and 134
compounds out of them are specifically
claimed in claim 8 of the genus patent,
thus contending that a person skilled in the
art need not experiment with 150
quintillion compounds but only with 144 or
134 compounds which are readily
available for the said person to experiment
and create or identify derivatives suitable
as drug candidates.

that the ground of lack of novelty is not
made out because the genus patent was
published (2" February 1999) after the
priority date of the species patent (4
December 1998) and thus the genus
patent does not constitute as a prior art
document and in any case there is no
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specific or enabling disclosure of the drug
in the genus patent.

that the ground of lack of inventive step is
also not made out that as the derivability
of the drug from the general Markush
formula in the genus patent is based on
hindsight analysis.

that Section 3(d) of the Act is inapplicable
as the Defendants have not been able to
point out any known substance from the
genus patent of which the drug could be
considered a new form/derivative and that
mere structural similarity is not sufficient to
trigger Section 3(d) of the Act. The
Plaintiffs additionally also relied upon the
affidavit of Dr. Robert J. Riley filed by one
of the Defendants which states that the
drug has a vastly superior metabolic
establishment which has a direct bearing
on the curative effect of the drug and thus
asserted that the drug demonstrates
enhanced therapeutic efficacy.

that with respect to the grounds asserted
by the Defendants under Section 8 of the
Act, the Plaintiffs stated that in so far as
the revocations of the patents in Europe
and China are concerned, the same have
been appealed and it implies an automatic
stay on the operation of the revocation
orders. The Plaintiffs asserted that there is
substantial compliance and no malafide
suppression.

that Form 27 only states that the genus
patent has worked through the drug and
does not mean that the drug is disclosed
in the said genus patent. It was also
argued that multiple patents can cover a
single product. In response to the
arguments regarding the admissions in the
US proceedings, the Plaintiffs asserted
that in the said litigation the Plaintiffs had
also taken a stand that the genus patent



was also infringed and the same is
permissible and legal under the US laws
as coverage is sufficient to institute an
infringement action.

In the Second batch matters, while most of
the above-mentioned arguments were raised,
some additional arguments and issues pertaining
to the instant matters are as follows:

e The Plaintiffs only asserted the species
patent during arguments.

e The Defendants asserted the ground of
prior claiming, such that they argued that
date of publication of the respective
patents is not relevant as the drug is
claimed in claims 1 and 7 of the genus
patent.

e The Defendants emphasized on the
dichotomy between disclosure and
coverage as stated in the Novartis case
and argued that since the drug as claimed
in the specific patent is covered under the
genus patent and disclosed therein, the
species patent is not valid.

e The Defendants cited and relied upon the
order of the Single Judge in the First batch
matters and thus submitted that no interim
injunction ought to be granted.

e One of the Defendants (Emcure) also
raised a contention that the suit is barred
under Section 10 of the Code of Civil
Procedure, 1908 since the said Defendant
had already filed a suit before the City Civil
Court Pune against the Plaintiff. The
Plaintiffs argued that the said suit was
based on the right of the Defendant to sell
its product (TICAPLAT) in view of the
expiry of the genus patent, whereas the
instant suit was based on the suit patent
and not based on the genus patent.
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Decision of the Single Judge in the First
batch matters

The Single Judge observed that with respect
to the issue as to whether the claims of genus
patent disclose the drug can only be determined
once the parties have led expert evidence and
the same are recorded and cross-examined.
However, the Single Judge noted that there are
other facts such as admissions made by the
Plaintiffs that can be adjudicated at this stage.
The Single Judge on perusal of the Form 27 filed
by the Plaintiffs for 2017 with respect to the suit
patents observed that identical details were
provided in the said forms such that all the forms
mentioned sale and quantum of BRILINTA and
AXCER. The Single Judge thereafter considered
the alleged admission by the Plaintiffs in the US
proceedings and concluded that the Plaintiffs
have acknowledged and stated that dealing in
the drug is in breach of the US equivalent of the
genus patent.

The Single Judge on the issue of the
dichotomy between coverage and disclosure and
by relying upon the decision in the Novartis case
noted that the Supreme Court in the said case
rejected the plea that the scope of coverage is
distinct from the scope of disclosure in a patent
and that coverage under a patent of the Markush
kind cannot lead to any presumption of
disclosure, much less any enabling disclosure of
all the compounds. The Single Judge thus
rejected the Plaintiffs’ argument that although the
genus patent is worked through the drug, the
said drug is not disclosed in the genus patent.
The Single Judge thus held that the Plaintiffs
have failed to explain the admissions/conduct
with respect to the Form 27 disclosures and its
US litigation. The Single Judge held that the said
issue of admission/conduct with respect to the
Form 27 and US litigation have a material
bearing on the issue as to whether the drug is
disclosed in the genus patent and is known and
anticipated. Moreover, the Single Judge



considered that none of these issues were
mentioned in the plaint and that it was an
omission on the part of the Plaintiffs.

The Single Judge on the issue of applicability
of Section 3(d) of the Act held that based on the
admissions of the Plaintiffs in the Form 27 and
the US litigations, the suit patents cannot be said
to be altogether new or completely unfamiliar and
thus the suit patents are required to pass the test
of enhanced efficacy. The Single Judge noted
that the plaint is silent on the aspect of
demonstrating enhanced efficacy of the drug and
the belated reliance by the Plaintiffs on the
affidavit of its expert witness, Dr. Robert J. Riley
is also not helpful to the Plaintiffs case. The
Single Judge noted that while the affidavit states
that the drug as claimed in the species patent
has some advantages over the genus patent, it
also states that the compounds under both
patents can be used as pharmaceutical agents
for inhibition of platelet aggregation and thus
concluded that the suit patents are not new or
unfamiliar to the genus patent. The Single Judge
also considered that there is no explanation by
the Plaintiffs as to how the advantages stated in
the affidavit of lower dose and enhanced
metabolic stability would tantamount to enhanced
therapeutic efficacy over the genus patent.

On the issue of non-compliance under
Section 8 of the Act, the Single Judge concurred
with the Plaintiffs that there is reasonable
disclosure of relevant facts and that the Plaintiffs
have not suppressed any material facts which
have a material bearing.

The Single Judge thus held that the
Defendants have established a credible
challenge to the validity of the suit patents and
that the Plaintiffs have failed to establish a prima
facie case and that the balance of convenience is
in favour of the Defendants. The Single Judge
also considered that the drugs sold by the
Defendants are at a substantially lower price than
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that sold by the Plaintiffs' and thus vacated the
previously passed ad-interim injunctions against
the Defendants.

It is pertinent to note that the Plaintiffs in the
First batch matters approached the Division
Bench of the Delhi High Court in appeal against
the instant decision of the Single Judge and the
matters were disposed of based on the
settlement terms arrived at between the parties
concerned.

Decision of the Single Judge in the
Second batch matters

The Single Judge perused the claims of both
the genus and species patents and noted the
differences in the substituents of the compound
claims. The Single Judge thereafter held that
owing to the publication of the genus patent after
the priority date of the specific patent, anticipation
under Section 13 of the Act is ruled out. The
Single Judge also acknowledged that claim 8 of
the genus patent specifically listed 144
compounds and specifically claimed 134
compounds, however, the drug although covered
under the Markush of the genus patent is not part
of the said 144 or 134 compounds.

On the issue of the Form 27 disclosure, the
Single Judge noted that prior to the existence of
the species patent, the Form 27 filed in respect of
the genus patent disclosed that the patent is not
worked. The Single Judge observed that it is only
after the drug was manufactured and tested
under the species patent that the Plaintiffs
claimed that the genus patent is also worked.

On the issue of Plaintiffs admissions in the
US litigation, the Single Judge noted that it was
never the case of the Plaintiffs that its drug is not

" Plaintiffs sold their product originally at 50 INR per tablet and
later reduced to 30 INR per tablet (not certain whether this
reduction was undertaken at the time of decision in the First batch
matters). The Defendants sold their products at reportedly 20/25
INR per tablet (difference is based on the facts recorded in the

two Singe Judge orders).



covered under the genus patent and that the
Plaintiffs stand is that the drug has been
specifically disclosed in the species patent and
that the teachings in the genus patent do not in
manner suggest that a stable, active, less-toxic
compound can be formulated out of the individual
permutation and combinations of making 1.5 x
102° compounds.

The Single Judge referred to the Novartis
case and observed that although the Hon’ble
Supreme Court noted that the law in the country
should not be developed on the lines where there
is a vast gap between the coverage and
disclosure, it however acknowledges the fact that
the scope of the patent should be determined
from the intrinsic worth of invention and not by
the artful drafting of the claim. The Single Judge
also observed that the Supreme Court in the said
case did not hold that in no case a species patent
can be granted once a genus patent had been
granted.

On the issue of suit being barred under
Section 10 of the Code of Civil Procedure, 1908,
the Single Judge held that since the Defendant
has failed to clarify as to how the cause of action
in the two suits are the same, the instant plea
cannot be entertained.

The Single Judge thus held that the Plaintiffs’
claim that the drug was produced and marketed
under the species patent despite being covered
under the genus patent, is based on material on
record and held that the Plaintiffs has made out a
prima facie case in their favour. However, the
Single Judge noted that an interim injunction
cannot be granted as the species patent stood
expired on 2" December 2019 and the
Defendants having already launched their
products.
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Analysis

The above analysis of the two decisions
based on almost identical facts points out that the
question as to what constitutes “Coverage” and
“Disclosure” in the context of genus and species
patent is still uncertain. In fact, the interpretation
of two Co-ordinate Judges of the Delhi High
Court of the decision of the Hon’ble Supreme
Court on this point of law is completely different.
The determination of the distinction between
these two terms is the core of the instant patent
infringement suits and will most likely be for most
pharmaceutical product inventions. It is pertinent
to note that even the issue as to what constitutes
credible challenge to the validity of the suit patent
to warrant denial of interim injunction, is very
subjective. While one Judge was convinced that
the admissions in the Form 27 and the US
litigations were evidence of a credible challenge
to the validity of the suit patent, the other Judge
concluded otherwise.

It is pertinent to note that recently in another
set of orders issued in December 2019 by a
Single Judge of the Delhi High Court in patent
infringement suits filed by Bristol-Myers Squibb
Holdings Ireland Unlimited Company & others
against various Defendants'?; the Court passed
ad-interim injunctions in favour of the Plaintiffs
and against the Defendants. It is noteworthy that
the issues in the said litigation also hinged on
genus vs. species patent disclosure and
coverage, disclosures in Form 27 and admissions
in corresponding foreign litigations. Some of the
Defendants in the said litigation have challenged
the order of the Single Judge before the Division
Bench of the Delhi High Court and the matter is
pending adjudication.

[The author is Principal Associate in IPR
practice in Lakshmikumaran & Sridharan in
New Delhi]

2 Emcure, Torrent, Cipla, Alkem and Indoco.
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Trademarks - Distinctiveness in use of
descriptive word in particular colour and
font combination

In a case involving alleged passing off of the
mark “Republic TV” by the defendant using the
domain name “republichindi”, the Calcutta High
Court has granted interim injunction in favor of
the plaintiff. It observed that the defendant’s mark
had same colour scheme and font as that of the
mark of the plaintiff and that defendant was using
the letter “R” in the same shade of colour with
insertion of word Hindi in vernacular. It held that
visually, the mark used by the defendant was
deceptively similar to that of plaintiff and that a
person may be misled to understand that the
defendant is a part of the plaintiff. The Court also
noted that there was nothing on record to
suggest that defendant conceptualized Republic
Hindi concurrently with the plaintiff. It noted that
prior to the defendant purchasing the domain
name ‘www.republichindi.com’, the public at large
was made aware by the plaintiff that, there would
be a launch of a TV channel under the name and
style of ‘Republic TV’

Further, the Court was of the view that taking the
trademark in its entirety, there was an element of
distinctiveness in the mark of the plaintiff. It held
that the descriptive word “Republic” was used by
the plaintiff in a colour and font combination
which had resulted in the entire mark attaining
distinctiveness. The Court observed that although
the plaintiff and the defendant were using
different media for airing their products (plaintiff
using news channel, while defendant was in the
business of dissemination of news on the
internet), at this age of technological
development, a person who has access to the
television programmes on a television is more
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likely than not to have access to the internet, and
that that there was similarity of business between
the plaintiff and the defendant. [AGR Outlier
Media Asianet News (P) Ltd. v. Shailputri Medi
(P) Ltd. — Judgement dated 15-1-2020 in G.A.
No. 2305 of 2018 with C.S. No. 177 of 2018,
Calcutta High Court]

Trademarks - BOULT is phonetically and
deceptively similar to BOAT

The Delhi High Court has granted interim
injunction in favour of plaintiff and restrained the
defendant from using the mark “Boult” observing
that the said mark is phonetically and deceptively
similar to plaintif’'s mark “Boat” used in same
class of goods. Court observed that consumer
would not have a complete recollection when
they go to buy the product as first two and last
alphabets of the two words were same. It further
observed that the logo of the two products was
similar in the form of a triangle and the taglines
also used the word “plug” in both. Court noted
that the defendant was not only using similar
trademark, logo and tagline but also similar
product name and similar get up and colour
scheme for its product and packaging.

The High Court was of the view that similarity
between the two marks was not to be adjudicated
by way of precision but the manner in which the
senses perceive a fact and retain in the memory.
It also observed that defendant was aware of the
plaintiff’'s mark as defendant’s son acted as a
consultant for a distributor of the plaintiff’s
product. It held that though an action of
infringement may not lie because defendant had
registered its trademark, however, an action of
passing off the trademark, infringement of
copyright and dilution of mark would certainly lie



against the defendant and the plaintiff would be
entitled to injunction on the said count. [Imagine
Marketing (P) Ltd. v. Exotic Mile — Judgement
dated 21-1-2020 in CS (COMM) 519/2019, Delhi
High Court]

Lack of clarity and precision of terms
designating goods and services cannot be
ground of invalidity of registered
trademark

CJEU has held that Community trademark or a
national trademark cannot be declared wholly or
partially invalid on the ground that terms used to
designate the goods and services in respect of
which that trade mark was registered lack clarity
and precision. It held that the lack of clarity and
precision of the terms designating the goods or
services covered by a trade mark registration
cannot also be considered contrary to the public
policy. Court observed that an exhaustive list of
ground of invalidity of a trademark are clearly
mentioned in Regulation No. 40/94 and while
member states may fix the provisions of
procedure which appear to them to be
appropriate, such provisions cannot, in practice,
have the effect of introducing grounds of refusal
of registration or invalidity not provided for by
First Directive 89/104.

The Court also observed that bad faith of the
trade-mark applicant cannot be presumed on the
basis of mere finding that at the time of filing
application, applicant had no economic activity
corresponding to goods and services referred to
in that application. It noted that bad faith can be
established only if the trademark applicant has
the intention either of undermining the interests of
third parties or obtaining an exclusive right for
purposes other than those falling within the
function of a trademark. The Court in this regard
further observed that when the absence of the

© 2020 Lakshmikumaran & Sridharan, India
All rights reserved

IPR AMICUS / February 2020

intention to use the trademark in accordance with
the essential functions of a trademark concerns
only certain goods or services referred to in the
registration application, that application
constitutes bad faith only in so far as it relates to
those goods or services only. [Sky Plc. v.
SkyKick UK Ltd. — Judgement dated 29-1-2020 in
Case C-371/18, Court of Justice of the European
Union]

Patents — No stay of infringement suit
even if specific relief suit filed by
defendant before city civil court

The Delhi High Court has declined to grant stay
of the proceedings in the suit for infringement, as
pleaded by the defendant under Section 10 of the
Civil Procedure Code. The defendant had earlier
filed a suit before the city civil court, against the
plaintiff here, seeking relief under Section 34 of
the Specific Relief Act to the effect that it is
entitled to manufacture and market APIXABAN
because the plaintiff herein, though had
disclosed the same in the senior patent, had not
claimed patent in it.

The High Court was of the view that if it were to
be found that the institution of suit under Section
34 was in abuse of process of law and Courts,
the Court ought not to stay the suit of the
plaintiffs in the present case, as Section 10 of
CPC is not mandatory. Further, considering the
non-obstante clause at the beginning of Section
105 of the Patents Act specifically referring to
Section 34 of the Specific Relief Act, the Court
held that that the same is intended to exclude the
applicability of the said Section 34 to the grant of
declaration of non-infringement. It also noted that
the Patents Act is the sole repository of the law
relating to patents and is a “special statute” as
opposed to the Specific Relief Act which is a
general statute. The Court also observed that



declaration of invalidity of the junior patent is
beyond the subject jurisdiction of the City Civil
Court where the application under Section 34
was filed.

The court in this regard also wondered whether a
suit for infringement of a patent, filed after the
institution of a suit under Section 106 of the
Patents Act (dealing with groundless threat),
would necessarily have to await the decision of
the suit under Section 106. It was of the view that
prima facie, there appears to be no justification
for the legislature to differentiate the provision for
groundless threats, in Section 106 of the Patents
Act from similar provisions in the Trade Marks
Act and Copyright Act, where an action (for
groundless threat), even if commenced under
Section 142 of the Trade Marks Act or under
Section 60 of the Copyright Act, comes to an end
on subsequent institution of a suit for
infringement. The High Court observed that
though in the Patents Act 1970, the proviso to
Section 36 as existed under the Indian Patents
and Designs Act, 1911was dropped, but the
same was done apparently without any reason.
[Bristol Myers Squibb Holding Ireland Unlimited
Co. v. Natco Pharma — Decision dated 23-1-2020
in CS(COMM) 342/2019 & IA No0.9768/2019,
Delhi High Court]

No patent in computer program when
features already anticipated in existing
software

The Controller of Patents, Delhi has refused to
grant patent to a computer program observing
that the objections as regards lacking novelty as
well as falling under Section 3(k) of the Patents
Act persisted. The Controller was re-examining
the petitioner's Indian patent application, on
remand by the Delhi High Court where the Court
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had held that invention demonstrating technical
effect/contribution are patentable even if based
on a computer program [Refer IPR Amicus for
January 2020]. The invention taught delaying a
hit to the web (internet) unless necessary
parameters to construe the request were
extracted from user. The objective of invention
was to be able to get the desired information
resource with a single “hit” to the web.

Relying on UK Supreme Court decision in the
case of Aerotel Ltd v. Telco Holdings Ltd., the
Controller observed that the feature of final
request to internet cannot be said to involve any
technical difference vis-a vis D1, which allowed
users to access the second menu structure which
resides on a central station. The Court was of the
view that there was no point in the argument that
D1 was related to method of selection from two
options which are already available to a user, and
in fact, this method of selection was employed for
accessing information sources only, sharing the
same objective with the present application. It
was held that it cannot be said that the basic
features of present application were not
anticipated by the features of D1.

The Court noted that in fact, D1 was a technical
advancement over the present application and
not the other way around as using the verification
function it avoided the unnecessary transferring
of data over the network. It was further observed
that the phrase ‘extract clear and concise details
of the information resource’, used in the
application, was ambiguous and vague. [In RE:
Allani Férid — Order dated 7-2-2020 in the matter
of Patent Application No.
IN/PCT/2002/00705/DEL, Controller of Patents,
Patent Office, Delhi Branch]
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(" Obviousness in inventions — Delhi High
Court sums up principles

Taking note of various case law relating to
obviousness of invention, the Delhi High Court
has recently summed up some of the
principles which govern the field to find out
whether an invention is obvious or not. The
Court in the case of Bristol-Myers Squibb
Holdings Ireland Unlimited Company v. BDR
Pharmaceuticals International Pvt. Ltd.,
observed that,

¢ A hindsight reconstruction by using the
patent in question as a guide through the
maze of prior art references in the right
way so as to achieve the result of the
claim in the suit, is required to be avoided.

e The patent challenger must demonstrate
the selection of a lead compound based
on its promising useful properties and not
a hindsight driven search for structurally
similar compounds.

e There should be no teachings away from
the patent in question in the prior art.

e Mere structural similarity cannot form the
basis of selection of lead compound in a
prior art and the structural similarity in the
prior art document must give reason or
motivation to make the claim composition.

e Though mosaic of prior art documents
may be done in order to claim
obviousness, however, in doing so, the
party claiming obviousness must be able
to demonstrate not only the prior art exists
but how the person of ordinary skill in the
art would have been led to combine the
relevant components from the mosaic of
prior art.

\_

e It has to be borne in mind, smaII\
changes in structures can have
unpredictable pharmacological effects
and thus, structural similarity alone is
not sufficient to motivate to selection of
the lead compound.

e Though it would be tempting to put
together a combination of prior arts but
this requires a significant degree of
hindsight, both in selection of relevant
disclosures from these documents and
also in disregarding the irrelevant or
unhelpful teachings in them.

“True Scotch” — IPAB allows appeal
against rejection of registration of mark

The Delhi Bench of the Intellectual Property
Appellate Board (IPAB) has allowed the
appeal filed against the Order of the Registrar
of Trademarks refusing application of the
trademark “True Scotch” in the name of the
appellant mainly by raising the objection under
Section 9 of the Trade Marks Act. The IPAB
observed that the mark has secured a letter of
consent for its registration in India from the
Scotch Whisky Association (Edinburgh), which
is a trade association for the Scotch Whisky
Industry, which represents the principal Scotch
Whisky producers and exporters. The
appellant had also contended that the subject
trade mark has been held to be distinctive and
hence registrable by numerous Trade Marks
Offices  worldwide, including Canada,
Dominican Republic, Lebanon, Liechtenstein
and USA, and that they disclaim the word
“Scotch” in the registration. The Appellant in
the case Bacardi & Company Limited v.
Registrar of Trademarks had also plead that /
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[the mark was an arbitrary combination of
words to distinguish the goods of the Appellant
from those of other manufacturers and that
there was no possible apparent connection or
the meaning of the goods sought for
registration with the subject mark and thus it
was distinctive and not descriptive.

Affidavit of admission/denial as
applicable to Commercial Courts, is not
compulsory in District Courts

The High Court of Delhi has held that filing of
the affidavit of admission/denial as applicable
to Commercial Courts is made compulsory
only in the Delhi High Court (Original Side)
Rules, 2018. It also directed that the summons
in District Courts concerning commercial
courts and commercial disputes are required
to be amended in accordance with the
Commercial Courts, Commercial division and
Commercial Appellate Division of the High
Courts Act, 2015 (Commercial Court Act
2015). Court in Sudhakar Singh v. Webkul
Software (P) Ltd. held that striking off the
defence despite written statement placed on
the record on the ground that the affidavit of
admission/denial was not filed is not tenable
and permitted the defendant to file affidavit
within two weeks. Court noted that summons
issued did not mention defendants being
called upon to file the affidavit of
admission/denial along with written statement
and the summons were not even issued as per
the format for commercial disputes notified by
\the Delhi High Court.

Defamation and disparagement — )
Interim Order of Single Bench asking
youtuber to take down video, stayed

The Division Bench of the Delhi High Court
has stayed the Order of the Single Bench
which had passed interim injunction against
the YouTube blogger in a case involving
alleged defamation and disparagement of the
mark concerning coconut oil. [Refer to IPR
Amicus for the month of January 2020 for
summary of the Single Bench Order]. The DB
Order essentially held that the statements
made by the youtuber on parachute oil in its
video were not complete disparaging and were
statement of facts, except certain statements
that the youtuber himself agreed to rephrase.
The Court held that where a person asserts a
matter of fact, he cannot be restrained from
expressing himself, because if he fails to make
good the fact asserted, damages are awarded.
It was of the view that if a reader or listener
could reasonably wunderstand that the
communication is stating a fact which can be
verified, such communication is not treated as
stating an opinion for which different yardsticks
are applied. The Court in the case Abhijeet
Bhansali v. Marico Limited observed that the
respondent accepted the statements of facts
made by the appellant in the Video that the
claim of the respondent projected by
displaying a fresh coconut split into two with
water dropping, obviously suggestive of the
coconut oil being extracted from fresh coconut,
was false.
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